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REMARKS 

The Office Action mailed on October 22, 2007, has been carefully considered. Accordingly, 
the changes presented herewith, taken with following remarks, are believed sufficient to place the 
present application in condition for allowance. Reconsideration is respectfully requested. 

Claims 1-44 are currently pending, with claims 6, 8, 12, 13, 19, 21, 25-28, 34, 36, and 40 being 
withdrawn from consideration. Claims 1-4 and 14-17 are rejected under U.S.C. 103(a) as being 
unpatentable over USPN 7,083,591 ("Urich") in view of US Patent Application Number 
2004/0229814 ("Dillon"). Claims 5, 7, 9-11, 18, 20, and 22-24 stand rejected under U.S.C. 103(a) as 
being unpatentable over Urich in view of Dillon, and further in view of USPN 5,084,009 ("Mackool"). 
Claims 29-32 stand rejected under U.S.C. 103(a) as being unpatentable over Urich in view of Dillon, 
and further in view of USPN 5,554,894 ("Sepielli"). Claims 33,35, and 37-39 stand rejected under 
U.S.C. 103(a) as being unpatentable over Urich in view of Dillon, and further in view of Sepielli and 
Mackool. Claims 41 and 42 stand rejected under U.S.C. 103(a) as being unpatentable over Urich in 
view of Mackool. Applicants traverse these rejections for the reason discussed in greater detail below. 

Prior to the present Office Action, claims 6, 8, 12, 13, 19, 21, 34, 36, and 40 were withdrawn 
from further consideration as being drawn to a non-elected species. Because claims 1, 14, and 29 ai-e 
believed allowable as amended. Applicants respectfully request that claims 6, 8, 12, 13, 19, 21, 34, 36, 
and 40 be reinstated as depending from an allowable base claim. In addition, claims 25-28 were 
previously withdrawn from further consideration as being drawn to a non-elected species. 

Claims 1-5. 7. 9-11. 14. 29-33. 35. 37-39. 41-42 Are Patentable Over Urich. Dillon. Mackool. and 
Sepielli. 

The teachings of Urich, Dillon, Mackool, and Sepielli were discussed in the previous response 
submitted on Januaiy 22, 2008. By contrast, independent claim 1, as amended, is directed to an 
inflision source comprising, in pertinent part, a tubular member separate from and in a parallel fluid 
relationship with an irrigation line, said tubular member in fluid communication with said irrigation 
line and an inigation lumen, said tubular member having an expandable wall configured to expand 
during occlusion of an aspiration lumen. Urich, Dillon, Mackool, and/or Sepielli, either alone or in 
combination, do not teach or suggest a tubular member separate from and in a parallel fluid 
relationship with an irrigation line. For example, Urich instead teaches a collapsible flexible wall 
attached to a fluid line (Urich, column 2, lines 35-41). Thus, Urich teaches a collapsible flexible wall 
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that is part of and is in a serial fluid relationship with a fluid line. Claims 2-4, 7, 9-1 1, and 14 depend 
from claim 1 and incorporate all the limitations thereof Thus, claims 2-4, 7, 9-11, and 14 are 
patentable over Urich, Dillon, Mackool, and Sepielli at least for the same reasons claim 1 is patentable 
thereover and are patentable in their own right as well. 

Independent claim 29 contains limitations similar to those of claim 1. Thus, claim 29 is 
patentable over Urich, Dillon, Mackool, and Sepielli for similar reasons as those for which claim 1 is 
patentable thereover and is patentable in its own right as well. Claims 30-33, 35, 37-39, 41-42 depend 
from claim 29 and incorporate all the limitations thereof. Thus, claims 30-33, 35, 37-39, 41-42 are 
patentable over Urich, Dillon, Mackool, and Sepielli at least for the same reasons claim 29 is 
patentable thereover and are patentable in their own right as well. 

Claims 15-18. 20. and 22-24 and New Claim 45 Are Patentable Over Urich. Dillon. Mackool. and 
Sepielli. 

New claim 45 is directed to an infusion source comprising, in pertinent part, an elongate 
tubular member disposed in serial fluid communication with said irrigation line, said tubular member 
having an expandable wall configured to expand during occlusion of an aspiration lumen. 

Urich, Dillon, Mackool, and/or Sepielli, either alone or in combination, do not teach or suggest 
a an elongate tubular member . For example, Urich instead teaches a collapsible flexible wall attached 
to a fluid line containing inlet and outlet ports that are adjacent and parallel to each other (Urich, 
column 2, lines 35-41 and column 2, lines 51-52). Clearly, Urich does not teach or suggest that such 
stractural requirements are meet by an elongate tubular member, as required by claim 45. Claims 15- 
18, 20, and 22-24 now depend from new claim 45 and incorporate all the limitations thereof. Thus, 
claims 15-18, 20, and 22-24 are patentable over Urich, Dillon, Mackool, and Sepielli at least for the 
same reasons claim 45 is patentable thereover and are patentable in their own right as well. 

Claims 41-44 Are Patentable Over Urich. Dillon. Mackool. and Sepielli. 

Claims 41 and 43 are directed to an accumulator and an infiision source, respectively, each 
comprising, in pertinent part, a sheath disposed around an expandable elastic wall. Urich, Dillon, 
Mackool, and/or Sepielli, either alone or in combination, do not teach or suggest a sheath disposed 
around an expandable elastic wall. The Examiner has admitted on page 9 of the cunent office action 
that tlie combined teachings of Urich and Dillon does not teach a sheath disposed around an 
expandable elastic wall. However, the Examiner contends that it would have been obvious to one of 
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ordinaiy skill in the art to modify the device of Urich such that the existing infusion sleeve 14 defining 
the infusion lumen serves as an inner sheath preventing a second, flexible outer sheath such as that 
taught by Mackool from collapsing onto said needle 14, 12. Applicants traverse the Examiner's 
rejection, since the Examiner's statements are merely conclusory and he has failed to provide any 
rationale supporting a holding of obviousness, as required in MPEP 2141, III. Under KSR, 550 U.S. at 

, 82 USPQ2d at 1396, "'[R]ejections on obviousness cannot be sustained by mere conclusoiy 

statements; instead, there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness.'" 

Furthermore, the it is unclear how the Examiner intends to combine the references in arriving at 
a holding of obviousness. For example, the Examiner appears to contend that adding tlie outer flexible 
sheath taught by Mackool to the existing infusion sleeve 14 of Urich. However, the Examiner also 
suggests that adding tlie outer flexible sheath taught by Mackool to the around the expandable wall of 
Urich. In both instances, the Examiner appears to suggest these combinations without providing a 
motivation for the combination, indicating of how the proposed combination would be redized, or 
identifying what predictable result would be produced by the combination. 

Finally, Applicants contend that Mackool actually teaches away from the infusion source of 
claims 41 and 43, since Mackool specifically teaches an infusion sleeve 102 surrounding a metallic, 
non-compressible sleeve 108 . By contrast claims 41 and 43 recite a sheath disposed around an 
expandable elastic wall . 

Clearly, the combination of Urich and Mackool does not teach or suggest the limitations of 
claims 41 and 43. Claims 42 and 44 depend from claims 41 or 43 and incoiporate all the limitations 
thereof. Thus, claims 42 and 44 are patentable over Urich, Dillon, and Mackool at least for the same 
reasons claims 41 and 43 are patentable thereover and are patentable in their own right as well. 

At least because Urich, Dillon, Mackool, and Sepielli do not teach or suggest all of the 
limitations of claims 1-5, 7, 9-11, 14-18, 20, 22-24, 29-33, 35-37, 39, and 41-44, Applicant requests 
the Examiner allow claims 1-5, 7, 9-11, 14-18, 20, 22-24, 29-33, 35-37, 39, and 41-44. 
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CONCLUSION 



Based on the foregoing, Applicants respectfully assert that the claims now pending are allowable 
over the prior art. Therefore, Applicants earnestly seek a notice of allowance and prompt issuance of this 
application. 

The Commissioner is hereby authorized to charge payment of any fees associated with this 
communication to Deposit Account No. 502317. 



Respectfully submitted, 
Advanced Medical/Optics 
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